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Claims 1-19 are withdrawn. 

I. RESTRICTION - IMPROPERLY IMPOSED 

Restriction was imposed on the claims 1-19 based on the following rationale: 

Amended claims 1-19 are withdrawn from fiirther examination on the basis that 
claiming the golf balls in combination with the hopper and tray is an invention 
within the prevue of class 206 and not class 211. The inventions are considered 
distinct and independent from the device originally claimed. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation 
for prosecution on the merits. Accordingly, claims 1-19 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) 
andMPEP § 821.03. 

The rationale is not in compliance with MPEP 808.02, which requires that the inventions 
as claimed be shown to be independent or distinct under the criteria of MPEP § 806.05 - 
§ 806.06, as well as be given an explanation as to why there would be a serious burden on 
the examiner if restriction is not required. 

While the office action does attempt to provide the explanation as to why there would be 
a serious burden on the examiner if restriction is not required, such an explanation by 
itself is inadequate. The Examiner's burden is not met unless there is also a showing that 
the inventions are independent or distinct under the criteria of MPEP § 806.05 - § 806.06. 
No effort was made in the Office to establish that such criteria is satisfied in this case and 
thus the withdrawal of claims 1-19 from fiirther examination was improper. 
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Any resort to establishing satisfaction of the criteria of MPEP § 806.05 - § 806.06 would 
lead one to MPEP § 806.05 (I.) SUBCOMBINATION ESSENTIAL TO 
COMBINATION, which provides that 

Where a combination as claimed **> requires< the details of *>a< 
subcombination as separately claimed, there is >usually< no evidence that 
combination AB ^ is patentable without the details of B^^. The inventions are not 
distinct and a requirement for restriction must not be made or maintained, even if 
the subcombination has separate utility. 

Here, it would be ludicrous to contend that the claimed hopper and tray are not essential 
to the claimed combination of the hopper, tray and stacked golf balls within. 

Further, the proffered explanation in the Office Action that relies upon different classes 
206 and 211 appears species. Without question, class 211 is an improper classification 
for the originally claimed invention that recited a hopper and tray as the golf ball 
positioning device. According to the 21 1 class definition in the Classification Manual: 

Class 211 includes 

"built-up open framework structures designed to support articles. Racks in the 
nature of upright stands or standards carrying article supports are also included, 
and also self-supporting articles supports, frequently built up of sheet material." 

Original independent claim 1 recited a hopper and tray, which are not analogous to 

"built-up open framework structures", "racks", "upright stands", "standards carrying 
article supports", "self-supporting articles supports", or "built-up of sheet material'. 

When not a single item in a class definition matches the recited claim elements, such 
should put one on notice that the selected class is inappropriate for classifying that 
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claimed invention. Such a comparison should lead one to look to other class definitions, 
such as class 206, whose definition (a) calling for a container is indicative of the hopper 
and tray assembly of original claim 1 that is to hold golf balls. According to the 206 
class definition in the Classification Manual: 



Class 206 is the residual locus for: (a) a container configured to hold a particular 
article or set of articles or material; (b) a mercantile unit - i.e., means in or by 
which goods (article or material) are displayed, protected, packaged or arranged 
in a particular manner, to facilitate sale, transportation in commerce, use or 
storage or (c) a packet, compact or case carried on the person of a user. 

(1) Note. Containers of this class type must function, by disclosure, to hold 
contents, which in turn are to be eventually removed from the container. 

(4) Note. Generally, unless provided for in some other class as partially 
indicated under "SEARCH CLASS" below, the combination of an article 
(or material) and its containment means is to be found in this (206) class. 
However, the claimed disclosure of content is ordinarily not a basis for 
intra class distinctions among the subclasses therein. 

(7) Note. Included here is a container wherein the content (article or material) 
included, or to be included therein, bears some relationship to the container other 
than mere containment. 



Therefore, the applicant should not be denied examination of claims on the basis of a 
clear misclassification of the invention by the USPTO that apparently erroneously 
assigned class 206 to the original claims instead of the appropriate class 211. 



